1) [bookmark: _Toc388768380]Public Competition Law 10
Administrative Framework – 
· Competition Commission – investigative body 1) investigate/evaluate; 2) grant/refuse exemptions; 3) negotiate/conclude consent orders; 4) investigate proposed mergers; 5) refer matters to Comp Trib
· Comp Tribunal – adjudicate contraventions of act; hear appeals of CompCom; make orders as necessary; make orders necessary or incidental to role (enforcement powers - ???
· Comp Appeal – like high ct but throughout SA; only appeals from CompTrib
· SCA – can review Comp Appeals

Competition Act Purpose - The purpose of this Act is to promote and maintain competition in the Republic in order—(a) to promote the efficiency, adaptability and development of the economy; (b) to provide consumers with competitive prices and product choices; (c) to promote employment and advance the social and economic welfare of South Africans; (d) to expand opportunities for South African participation in world markets and recognise the role of foreign competition in the Republic; (e) to ensure that small and medium-sized enterprises have an equitable opportunity to participate in the economy; and ( f ) to promote a greater spread of ownership, in particular to increase the ownership stakes of historically disadvantaged persons. [free market, competition model, requires property rights and economic efficiency…]

Applies to all economic activity in and out of SA – Soda Corp v CompCom (2005)
Prohibits – restrictive horizontal; vertical; and abuse of dominant position
2) [bookmark: _Toc388768381]Competition Act of 1998 – Prohibited Practices

A) RESTRICTIVE HORIZONTAL PRACTICE: 
SPECIFIC Prohibitions-agreements b/w or concerted practices by firms which
· Directly or indirectly fix prices or other trading conditions;
· Divide markets by allocating customers, suppliers, territories, or specific types of goods;
· Involve collusive tendering
Presumption (rebuttable) - exist where one has significant interest in the other or one director in common.  Discourages over concentration & over lapping directorships. NOT apply to wholly-owned subsidiaries.
GENERAL Prohibitions-any other agreement b/w or concerted practices by firms if
· It is b/w parties in a horizontal relationship (ie competitors)
· It has the effect of preventing or lessening competition in a market
· A party to the agreement or practice cannot prove that any technological, efficiency or other pro-competitive gains resulting from it outweighs its negative impact on competition (s4(1)a) – burden on parties, not CompTrib
1. FIRST STEP - Identify relevant market – a product or geographic market

B) RESTRICTIVE VERTICAL PRACTICE – any agmt b/w firm and suppliers, customers or both which prevents or lessens competition in market.
SPECIFIC – minimum resale price (s5(s)); agmt w/ effect of forcing reseller to charge minimum price. (usually enforced by withholding supplies, denial or distribution rights, discriminatory conditions…
GENERAL – any other agmt if
· b/w parties in vert
· it has effect of substantially preventing lessening competition in market
· and a party to agmt cannot prove tech exception. (rests with parties)
1. FIRST STEP – identify relevant market.

C) ABUSE OF DOMINANT POSITION – dom firm has market power = ability to control prices, exclude competition, behave to an appreciable extent independently of competitors, customers, suppliers.  Identify market, again. Based on size and structure of offending firm… Min threshold requirements - Minister
· 45% = dominant
· 35%-45% = presumed dominant, rebuttable
SPECIFIC – 1) charging excessive price (s1(1)); 2) refusing to give competitor access to an essential facility when economically feasible, infrastructure or resource that cannot be duplicated (s8); engaging in exclusionary acts
1. Requiring/inducing supplier/customer from dealing w/ competitor;
2. Refusing to supply scarce goods to competitor when it’s economically feasible;
3. Selling goods or services on conditions that buyer purchases unrelated goods too
4. Selling goods/services below their marginal/variable cost;
5. Buying up scarce supply 
Okay if can show tech/efficiency/ or other pro-comp gains (s8(d)).
· Engaging in price discrimination, if
· Likely to have substantially prevent or lessen comp
· Relates to sale, in equivalent transactions, of goods or sevices like grade & quality to diff purhcasers
· Involves discriminating b/w purchases in terms of:
· Price charged;
· Any discount, allowance, rebate or credit
· Provision of services in respect of goods/services
· Payment for services provided in respect of goods/services
CAN JUSTIFY DIFFERENTIAL TREATMENT OF PURCHASERS IF:
1) Makes only reasonable allowance for differences in cost or likely cost of manufact, distribution, sale, promotion;
2) Constituted by conduct undertaken in good faith to meet a price or benefit offered by competitor
3) It is in response to changing conditions affecting market for goods/services
Response to changing conditions – any action for deteriorating/perishable goods; action in response to obscolence of goods; sale under liquidation/sequestration; sale in good faith in discontinuance of business in goods/services
GENERAL – prohibited from any other act which impedes or prevents a firm from entering or expanding in market if no tech excuse.  CompTrib must show that anti-competitive effect outweighs 

EXEMPTIONS – CompCom can grant exemptions only if (can be conditional):
1. Maintains/promotes exports
2. Assistance of small business controlled or owned by HDSAs
3. Change in productive capacity to stop decline in an industry
4. Promotion of economic stability of any designated industry
3) [bookmark: _Toc388768382]Competition Act – Merger Control

Merger = direct/indirect acquisition or establishment of control by one or more firms over whole or part of business (Distillers Corp v Bulmer (2002)); either purchase or lease of shares, interest, or assets of another firm; amalgamation of combination with another firm (horizontal, vertical, conglomerate).
Control – 1) beneficially owns more than half share capital; 2) controls voting; 3) appt/veto majority of board; 4) holding company; 5) trust – ability to appt majority of trustees; 6) cc – same; 7) ability to materially influence policy
PROCEDURE?
1) Small merger (threshold by Minister) 
a. No notification to CompCom, tho CompCom can require notification within 6 months of merger
b. CompCom can then apply conditions or reject (appeal to tribunal if unhappy)
c. No CompCom response within 20 days = deemed approved
2) Medium merger 
a. Compulsory notification to CompCom
b. Compulsory notification to representative unions
c. CompCom can approve w/ cert; approve w/ conditions; prohibit; extend period (must wait until)
3) Large Merger
a. Compulsory notification to CompCom – forwards to Tribunal/Minister & recommends
b. Compulsory notification to representative unions
c. Tribunal must approve NOT CompCom (required before proceed)

· Approve by issuing clearance cert; approve subject to conditions; prohibit; extend period of consideration. No decision in 20 days = okay
FACTORS TO CONSIDER:
· D)egree of countervailing power in market
· A)ctual/potential level of import competition
· E)ase of entry into market
· L)evel/trends of concentration/ history of collusion in industry
· L)ikelihood of failure
· R)esult in removal of effective competitor…?
· N)ature/extent of vert integration
· D)ynamic characteristics of the market, including growth etc.

If lessen competition, then can go ahead if for tech reasons okay
PUBLIC INTEREST – effect the merger will have on the following:
· A particular industrial sector or region;
· Employment;
· Ability of small firms controlled by HDSAs
· Ability of national industries to compete in international markets
4) [bookmark: _Toc388768383]Private Law of Competition

Common law realm - English law of tort(s); RSA delict general liability for unlawful conduct. Aquilian Action
5 elements: (Act/Conduct; Wrongfulness; Fault; Causation; Damage)
1) Act or Conduct – can be behaviour or omission
2) Wrongfulness – unlawful competition is characterised by the infringement of the rival’s right to attract custom, goodwill, business reputation (Truck & Car v Kar N Truck 1954; Atlas Organic Fertilizers v Pikkewyn (1981)).  Infringment of rival’s right to custom.  Goodwill defined? The attractive force which brings in custom, but cannot be parsed out (Lord McNaughton 1901).  Purpose of the trader is to create immaterial goodwill by bringing together dissimilar components of the enterprise, ie shop’s premises or personal qualities of trader.  It’s the creation of the entrepreneur and forms part of the patrimony and can be sold.  Closely linked to distinctive marks.  WHEN IS INTERFERENCE WRONG? – no general definition but case-by-case basis.
a. Objective test of public policy (Atlas (1981) dispels fairness & dishonesty criterion, but rather public policy preferred, justice of community, boni mores).  Interests of parties weighed, bearing in mind interests of society.
b. Context of Constitution (Phumelela Gaming v Grundligh (2007) – honesty and fairness are considered as part of this analysis). Right to freedom of trade.
c. Intent – not necessarily required – certain acts remain unlawful, also negligence no intent.
d. Competition Principle – trader who provides best or most reasonable performance wins, while weakest suffers defeat. Guiding principle in lawful v. wrongful interference with goodwill.  Also known as merit competition.  But even merit competition can be unlawful (Tuttle v Buck (US case) barbershop set up to put the other guy out of business). Expressly recognized as guiding principle (Van der Westhuizen v Scholtz (1992)).  Payen Components (1994) said it was one of the principles as opposed to yardstick.  Can be someone other than a competitor, ie publish untruths
Paris Convention – honest practices in biz or commercial matters v. RSA public policy.
3) Fault – intent or negligence (required for damages – not for cessation of activity)
4) Causation 
5) Damage – must show actual patrimonial loss and its extent (loss of trade or custom)
5) [bookmark: _Toc388768384]Passing off

Definition – representation by one that his biz is that of another, reasonable likelihood of public being fooled, question of fact.
1) Trade-mark, get-up (which was imitated) is known in the market and has acquired pubic reputation (distinctive)
2) Defendant conduct likely to deceive public (see Blue Lion)
Rule – fault only required where damages are sought.  Interdict, intent or negligence sufficient.  Dolus usually an element, but innocent passing off is possible.

A) REPUTATION - examples:
· Shape and colour common to trade, cannot prevent competitor unless can show exception/distinction, where shape is distinctive, then probably protection
· Use of an ordinary word will be protected if can show a “secondary meaning” has been acquired
· Invent a name that has no relation to goods, then infer passing off, general names anyone can use.
· Use of family name, where it has acquired a reputation, then protectable. 
B) DECEPTION – the ordinary consumer is neither very careless or very careful, but somewhere inbetween, has an idea of general appearance;  class of people directed at must be taken into account (could be high or low standard);  global approach, whole get-up considered (Blue Lion).
C) UNCLEAN HANDS – no relief for those who themselves have misled public (Zyp Products v Ziman Bros (1926) – New York was it accurately descriptive of product and if not then no protection…)  However, a misleading statement or image should only affect the position if the objectionable matter relates to the “distinguishing function of the distinctive mark.”  Thus, where its background info, it should not influence. But currently, only applies where applicant has been found guilty of fraud, dishonesty, mala fides
6) [bookmark: _Toc388768385]Deception Concerning One’s Own Enterprise or Performance Misappropriation of the Advertising Value
DECEPTION: Elements 1) trademark/name has a good reputation; 2) defendant has used plaintiff’s mark in relation to her own; 3) plaintiff’s goodwill is impaired or threatened.  No RSA cases. Example – advertises copper trays, but really just copper colour; factory prices, but really retail…

Zyp Products – B copied A’s label for Worcestershire sauce.  New York in the label was a materially false representation removing A’s right to protection.
Fault – requirement where damages sought, not for interdict or innocent deception.

PUFFING: provided no untrue or disparaging allegations are made in respect of a competitor’s goods, “vaunting superiority” in not unlawful.  Certain forms can be, so it can be difficult. (Post Newspapers (1970)). In Spinner communications (1996) – exaggeration of circulation, revenue was not mere puffery as it affected advertising.

MISAPPROPRIATION OF ADVERTISING VALUE – misappropriation of another’s advertising signs.  Not about passing off, but still uses recognition.
1) Unconcealed Misappropriation – “substitute for” or “similar to” style advertising.  Thus, advertising value is shared. Unlawful, unless can be justified, ie manufacture spare parts for competitor’s machinery and brings this to attn. of public in adverts.  Or where motor vehicles is handcrafted same standard as Rolex.
2) Concealed Misappropriation – advertising of a non-competitor is used – Yale Locks, but the guy sells Yale Alarms.  Unrelated enterprises, such as Rolls Royce in a whiskey advert.
3) Dilution – misappropriation leads to erosion of the value of a mark/advert.
7) [bookmark: _Toc388768386]Competition in Contravention of Statutory Provision; Misappropriation of Confidential Information/Trade Secrets; 
STATUTORY PROVISION
Patz v Greene (1907) – businesses near/on mine.  B contravened law that he could not trade on the licenced area.  A sued for interdict. Prima Facie proof of interference with biz.  Rejected interdict, but was incorrect b/c damage need not be proven, rather interference is reasonable probable.

1) Act prohibited in interests of particular person/calss – damnified and grant relief w/out evidence of damage, ie trader’s application of a false trade description to her goods.
2) Stat prohibition is in public interest – any person can prove damage, or reasonably likely to sustain damage is entitled to interdict, ie where a rival has not acquired a required license.
Either of above – can sue for damages as but must show fault.

CONFIDENTIAL INFORMATION – contrary to competition principle and is wrongful.  Filching competitors info - Unfair and dishonest (Stellenbosch Wine Trust (1973)

Trade Secret – must be confidential and have a trade value. If enables trader to gain an advantage is an important consideration = trade value.  Not public property/knowledge and known by limited number of people. Elements of delict must be proven.  Could also include copyright; contract; breach of confidence = breach of contract in RSA (Schultz v Butt 1996) examples:
· Customer list
· Tender prices
· Computer software
· Business communications
· Sales statistics
· Manufacturing process
· Credit records

Not restricted to competitors.  Former employee still entitled to use own skill.  Duty to employer of confidence applies when information ceases to be useful/confidential, not with employment.

MISAPPROPRIATION OF RIVAL’S PERFORMANCE – slavish copying or pirating of rivals performance.
Schultz v Butt – A reproduced rival B’s fibre-glass boat by repairing B’s broken boat mould.  Ct held that wrongfulness of A’s act lay, not with misappropriation of B’s idea, but in that he misappropriated B’s actual performance and made it the basis of his pretended performance. Contrary to competition in terms of which merit of one’s own performance is a factor.  A’s acts were unlawful as far as they interfered with B’s goodwill.
· One can copy an idea, as long as it’s one’s own work, where performance is copied – then issue.
8) [bookmark: _Toc388768387]Disparaging a Rival’s Enterprise; Harassment of Rival’s Customers, Employees etc; Boycott

DISPARAGE: right to attract custom is still the issue. Element of insult. Must prove intent to injure, negligence not sufficient.  Compensation is for injury not for fin loss suffered.  Some confusion around this. Two types of action – actio legis aquilae (suffered fin damage ~ unlawful interference, see above elements etc.) AND actio iniuriam (personality right is at play ~ insult).  Could bring both actions. No intent required for interdict.
Int Tobacco v United Tobacco (1955) – disparaged ITC saying bad for natives, caused TB etc. all false - various reasons put forward. Knowingly made the false statements and therefore was malicious.  Entitled to recover damages.

Comparative Advertising – Post v World Printing (1970) – two newspapers.  Post had a circular letter saying they were favourably compared by advertising agencies than World.  This appeared to be true as World could not refute. Purely comparative advertisement is not wrongful.  Only where an UNTRUTH has been told, not just merely misleading.  Textbooks suggest otherwise, but case law would disagree.

HARASSMENT – exertion of physical/psychological pressure. Ebrahim v Twala – harassed passengers and driver of rival taxi.  Blatant. Applicant entitled to relief on interference with goodwill.

BOYCOTT – 1) primary = one’s undertaking to refuse to have trade relations, ie Times v SABC where SABC refused to air an advert that mentioned MNet b/c rival = okay. 2) secondary – systematically endeavouring to induce other undertakings to exclude a particular undertaking from trade – trader instigates a boycott against rival trader.  Advantage is not from merit, but by hurting the other.

Atlas v. Pikkewyn (1981) – MD of Atlas left and set up Pikkewyn to compete while he was still MD of Atlas.  Atlas alleged unfair competition; breach of service contracts; and passing off. Filching and trade secrets were stolen.  Ct rejects dishonesty and fairness rule.  Opts for broader public policy, tho the former still plays a role. Was setting up Pikewyn unlawful? Method by Atlas, though developed over the years, was not confidential as just about everyone in the business knew it, including visitors.  Also, plant design was not indeed unique.  That which is to be protected must not have been previously known and of some value. Ct isn’t seeing it in Atlas.  W/out being able to show know-how, trade secrets etc. Atlas really didn’t have a case.  Nothing illegal about setting up your own shop.  Couldn’t show customer lists or anything of this nature.

Geary & Son – coil springs example.
Stellenbosch Wine Trust v. Oudemeister (1972) – were going to release a wine with a new label etc.  This was done in secret by the subcontractors who did this work.  Somehow it was leaked to Oude and they basically copied the label and released their similar product before Stellenbosch.  SWT sued for interdict.  The countersuit is exactly the opposite. Problem – D knowingly obtained secret information and without consent used it. In the end, interdict was granted against Oude.




[bookmark: _Toc388768388]TRADEMARKS

Paris Convention – primary aim is the international cooperation for trademark registrations
Trademark Law Treaty – simplification of registration
Regional registration – Benelux Treaty.
9) [bookmark: _Toc388768389]Nature of Trademark

FUNCTION 
1) Badge of origin – emanate from same source or thru same channels as other goods that are satisfactory.
2) Badge of quality in relation to price - 
3) Badge of identification and distinction
4) Advertising badge – custom attracting properties

“trade mark”, other than a certification trade mark or a collective trade mark, means a mark used or proposed to be used by a person in relation to goods or services for the purpose of distinguishing the goods or services in relation to which the mark is used or proposed to be used from the same kind of goods or services connected in the course of trade with any other person

“mark” means any sign capable of being represented graphically, including a device, name, signature, word, letter, numeral, shape, configuration, pattern, ornamentation, colour or container for goods or any combination of the aforementioned.  For a container, it will only belong to the goods associated with the container.

Distinguishing – inherent property rendering it capable of distinguishing; also capable by reason of its prior use, if it has become a recognized in marketplace thru use.  Can also lose distinguishing quality, public adopts mark and uses as a general name – Aspirin, cello-phane, escalator.

Certification marks – excluded.  Collective marks are capable of distinguishing – membership stamp essentially.
10) [bookmark: _Toc388768390]The Applicant for Registration (Unit 12 pg96)

PROPRIETOR – unregistrable if a mark in relation to which the applicant for registration has no bona fide claim to proprietorship, ie if he has originated, acquired, or adopted it AND has used it to the extent that gained reputation.
Thus, a person who 1) acquires a trademark from another in good faith; or 2) takes an invented or adopted mark in relation to goods etc. has the necessary bonafide claim to proprietorship.  Not if knows someone else has better claim, or employers mark (distributer v. supplier etc.), but it is territorial and could adopt one in another region.  BUT current legislation protects marks that are well-known under Paris Convention.

INTENTION TO USE MARK – if not yet used, must have a bond fide intention to use.  Must have a definite and present intention to deal or trade commercially (Arjo Wiggins 2002).  A mere general intention will not suffice (Pfizer SA 1967).

USE OF TRADEMARK – in relation to goods or services.  Cannot exist in a vacuum. 
11) [bookmark: _Toc388768391]Restrictions on Registration (Unit 13)

ABSOLUTE GROUNDS FOR REFUSAL – section 10(1) doesn’t constitute a trademark; 
(2) a mark which—(a) is not capable of distinguishing within the meaning of section 9 (Smooth n Cool); (b) descriptive only - consists exclusively of a sign or an indication which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin (Belgian Brew) or other characteristics of the goods or services, or the mode or time of production of the goods or of rendering of the services; or (c) consists exclusively of a sign or an indication which has become customary in the current language or in the bona fide and established practices of the trade;
Could still be registered if can show capable of distinguishing – ie general descriptive words

(3) a mark in relation to which the applicant for registration has no bona fide claim to proprietorship;
(4) a mark in relation to which the applicant for registration has no bona fide intention of using it as a trade mark, either himself or through any person permitted or to be permitted by him to use the mark as contemplated by section 38;
(5) a mark which consists exclusively of the shape, configuration, colour or pattern of goods where such shape, configuration, colour or pattern is necessary to obtain a specific technical result, or results from the nature of the goods themselves;
(6) constitutes, or the essential part of which constitutes, a reproduction, imitation or translation of a trade mark which is entitled to protection under the Paris Convention as a well-known trade mark within the meaning of section 35 (1) of this Act and which is used for goods or services identical or similar to the goods or services in respect of which the trade mark is well-known and where such use is likely to cause deception or confusion;
(7) a mark the application for registration of which was made mala fide;
(8) (a) mark which consists of or contains the national flag of the Republic or a convention country, or an imitation from a heraldic point of view(b) armorial bearings or any other state emblem of the Republic or a convention country, or an imitation (c) a mark which consists of or contains an official sign or hallmark adopted by the Republic or a convention country, or an imitation (d) a mark which consists of or contains the flag, the armorial bearings or any other emblem, or an imitation 
(9) a mark which contains any word, letter or device indicating State patronage;
(10) a mark which contains any mark specified in the regulations as being for the purposes of this section a prohibited mark;
(11) a mark which consists of a container for goods or the shape, configuration, colour or pattern of goods, where the registration of such mark is or has become likely to limit the development of any art or industry;
(12) a mark which is inherently deceptive or the use of which would be likely to deceive or cause confusion, be contrary to law, be contra boni mores, or be likely to give offence to any class of persons; (not made in Belgium, Belgian Brew not okay)
(13) a mark which, as a result of the manner in which it has been used, would be likely to cause deception or confusion;
(14) subject to the provisions of section 14, a mark which is identical to a registered trade mark belonging to a different proprietor or so similar thereto that the use thereof in relation to goods or services in respect of which it is sought to be registered and which are the same as or similar to the goods or services in respect of which such trade mark is registered, would be likely to deceive or cause confusion, unless the proprietor of such trade mark consents to the registration of such mark;
(15) identical or confusion causing to a mark which is the subject of an earlier application by a different person, 
(17) a mark which is identical or similar to a trade mark which is already registered and which is well-known in the Republic, if the use of the mark sought to be registered would be likely to take unfair advantage of, or be detrimental to, the distinctive character or the repute of the registered trade mark, notwithstanding the absence of deception or confusion, unless the proprietor of such trade mark consents to the registration of such mark

RELATIVE GROUNDS – relate to conflict between marks and the existing rights of others.
1) Likely to confuse/deceive (10(12)). Resemblance to another too great. Comparison made in a general sense.
2) Identical or so similar to cause confusion with another (10(14)). See also Cowbell case for deception test.
3) Subject of an earlier application (10(15)).
4) Essential part of it constitutes a reproduction (10(16)) and likely to deceive.
5) Identical and likely to take unfair advantage of the distinctive character, despite absence of deception or confusion (10(17)).
COWBELL CASE – TEST OF DECEPTION/CONFUSION
12) [bookmark: _Toc388768392]Filing and Prosecution of a Trademark Application (unit 14)
FILING:
Inexpensive way to protect – even though protected under common law, have to prove it.
REGISTRAR – PTA, heads the Trade Marks office.  Like a judge with similar powers
TRADEMARK REGISTER – kept at office, and has various information about each mark, application, disclaimers, endorsements, assignments etc.
THE APPLICATION – 1) Search; 2) complete form; 3) specifications & class headings (Nice classification) 45 classes, separate app for each class, correct specification is essential – badly drafted will cause problems for infringement action.
CONVENTION APPLICATIONS – Paris Convention – a right of priority for 6 months as from date of filing a fist app in the convention country.  If applies in another country and subject to certain criteria, will have same date of application in RSA.

PROSECUTION of APPLICATION: 1) Examination of application, also includes a search; 2) Acceptance (could refuse, accept absolutely; accept w/ conditions); 3) Advertisement – Trade Mark Journal (3 months); 4) Opposition – may be opposed on any of the grounds available (must file a notice), but generally lack of inherent registrability or conflict with others or both. 5) if accepted, unopposed, or opposed and agreed, then register – date on which it was lodged.
13) [bookmark: _Toc388768393]Registration of a Trade Mark (Unit 15)

NAME OR REPRESENTATION – where it is of a person, Registrar may require consent, where deceased, then legal representative (s12)

LIMITATIONS – can accept subject to amendments, mods, conditions, or limitations – could include mode of use, territorial restrictions with SA etc., colour limitation, but only those that derive distinguishment from colour scheme will be registered with colour limitation

DISCLAIMERS – when made up of a number of elements on own amount to nothing, but together is capable of distinguishing. “Registration of this mark shall give no right to the exclusive use of the word “sparkling” separately and apart from the mark. ADMISSION – same effect, RSA convention “applicant admits that registration of ths mark shall not debar other from the bona fide use in the ordinary course of trade of the word “sparkling”

ASSOCIATIONS – s30(1) (1) Where a trade mark that is registered or is the subject of an application for registration so resembles another trade mark that is registered or is the subject of an application for registration in the name of the same proprietor that the use of both such trade marks by different persons in relation to goods or services in respect of which they are respectively registered or proposed to be registered would be likely to deceive or cause confusion, the registrar may at any time require that the trade marks be entered in the register as associated trade marks. 
· A trade mark and any part thereof which the proprietor has also registered as a separate trade mark
· The assoc of a mark w/ another mark is also deemed associated with all other marks associated with the latter.
EFFECT OF REGISTRATION – statutory monopoly entitling:
1) Use the trademark in respect of goods
2) Prevent others from registering or using
3) License the use of the mark
4) Transfer the mark
5) Hypothecate the mark by a deed of security
MAINTENANCE OF REGISTRATON – must renew periodically, must use in accordance with conditions, preserve capability of distinguishing, never use misleadingly, immediate steps to prevent imitation. 
10 year periods.
14) [bookmark: _Toc388768394]Rectification (unit 16)

AMENDMENT OF REGISTER – s.23(1), may amend by 1) correcting any error in name/address etc 2) altering name/address; 3) cancelling the registration of the mark; 4) deleting any goods for which mark is registered; 5) entering a disclaimer/memo relating to the mark that doesn’t extend rights.

ALTERATION – s.25(1) apply for leave to alter not substantially affecting it’s identity

REMOVAL/VARIATION FOR BREACH OF CONDITION – if breach or failure, any interested person can apply to Registrar for order removing/varying registration.
RECTIFICATION OF REGISTER – in event of non-insertion or omission = covers disclaimers and conditions
· entry wrongly made – relates to facts at time, based on any grounds for which it might get refused
· entry wrongly remaining – on facts at time, where such defect persists, or trade mark no longer capable of distinguishing
· any error or defect in register – interestd person may apply, covers errors made by trademarks office
REMOVAL ON GROUNDS OF NON-USE 
· registered without any bona fide intention of part of applicant to be used in relation to goods; to avoid must show relevant use (includes any licenced use or associate use) – must use primarily for protecting, facilitating, and furthering his trade in goods
· 5 years has elapsed since continuous and no bona fide use
· Body corporate/natural person has ceased to exist.
Well known mark under Paris Convention cannot be removed under first two – non-use.
Avoid Removal – show there has been relevant use of the mark (Arjo). Any licensed use is sufficient.  Use of an associated mark or export, too.  Must use for protecting, facilitating mark/products for which registered.  Restrictions independent of owners will, like trade restrictions etc., will also be recognized as valid reasons for non-use.  Use for 3 months before the application, will not save the mark.  This is a notice period only.  Once prima facie case presented, he is entitled to have it removed.
15) [bookmark: _Toc388768395]Assignment; Hypothecation; and Licensing (unit 17)
16) [bookmark: _Toc388768396][bookmark: _GoBack]Infringement (Unit 18)

Def – using mark of another without permission to identify his own goods (like passing off – but different than a “non-registered” type of action.  No entitlement if no registration – look to passing off.
· Can be protected even if not currently in use
· Not necessary to prove ownership, reputation, or goodwill in an infringement action
· Actual or potential damage need not be proved.

ACTS CONSTITUTING INFRINGEMENT (3 types)
1) S.34(1)a - Infringer uses a mark identical or confusingly similar in relation to goods or services for which the mark is registered. Must create an impression of a material link. Infringer uses a mark which is either identical or so nearly resembles likely to cause deception or confusion (s.10(12) and (14) in re likely to cause). Onus on plaintiff to show probability. Must be unauthorized, consent is a defence. Must be in relation to goods

2) Similar Goods/services – s.34(1)b, same as above (consistent with TRIPS). Similar is unclear, must take into acct surrounding circumstances 1) nature and composition of goods; 2) origin of goods; 3) respective uses of the goods; 4) trade channels through which goods bought and sold; 5) classes of likely customers

3) S.34(1)c – unauthorized use of … unfair advantage of, or detrimental to, a distinctive character or repute

· Same right in respect of infringement, as he has to prevent
· Protection against only identical or similar marks
· Offending mark used on unrelated goods is sufficient
· Public deception/confusion as to origin not required
· Must be likely to take unfair advantage
· Registered mark must be well known in SA – such that would work for common law of passing off.
· Most common form is dilution by blurring – use of well known mark in noncompeting goods.  Unique identity becomes blurred.  Use will erode commercial magnetism and selling power of the mark.
Laugh It Off – CC stated that 34(1)c is to protect commercial interests of proprietor of a well-known mark by prohibiting use which, although not giving rise to confusion or deception, still materially undermines the repute of the mark.  Any detriment must be unfair and substantial and in an economic sense

EXCLUSIONS s.34(2)
· bona fide use of his own or of his predecessor’s name or of name of predecessor’s place of biz not equal infringement.
· Bona fide description or indication of the kind, quality, quantity, intended purpose, value, geographical origin…use of words which are fairly descriptive of his goods
· Bona fide use of a mark in relation to goods, where its reasonable to indicate intended purpose of goods (spare parts – pirate parts)
· Parallel importation of “grey goods” is not infringement
· Bond fide use of any utilitarian features embodied in container, shape, configuration, which is a registered mark
· Within scope of limitation
· Similar or confusing mark that is registered
· Use of a mark by a prior user

PROTECTION UNDER PARIS CONVENTION
· Section 35 is for well-known FOREIGN MARKS like Gucci.  Illegal to use in RSA.
17) [bookmark: _Toc388768397]Remedies (Unit 19)
1) Interdict (interim & Final)
2) Order for removal of infringing mark or delivery up
3) Damages
4) Reasonable Royalty
5) Anton Piller Orders – ex parte application, before other party can destroy evidence etc.

CASES:
McDonalds v Joburghers (1996) – McDonalds was not trading in SA at the time but was well known around world but had 53 registered trademarks here.  Joburghers restaurant – MacDonalds.  Joburghers applied for expungement of marks, but McDonalds countered with Trade Marks Act – well known in world.  Then put evidence to this effect.  Lower ct expunged, Appeal court held: only needed to show well known in world and well known in SA to people who would have an interest in the good, not other items like where based, as long as qualifying in terms of Act. S.35 was like passing off protection under common law. Sufficient number of people must know, similar to passing off requirement. MacDonalds was not used bona fide but to confuse.
Beecham v Triomed (2003) – appellants wanted to uphold trademark shape of pill, respondent was selling same shape pill with similar chemical composition. Question of whether pill as capable of distinguishing and whether mark was distinctive. Appeal held that shape was not unique had it become so through use.
Century City Apts v Century City Property Owners (2010) – involved use of Century.  Turns out Century City had become well known/used and linked to an area that a number of the marks were revoked (of the applicant) under 10(2)(b) as they had become descriptive of a geographical location.
Laugh it Off v SAB (2006) – copied format of Carling Black Label t-shirts and wording to slam “White Guilt” and exploitation under apartheid. SAB sued “likelihood of material detriment to brand.” SAB won in lower ct.  Appeal ct agreed. Parody and freedom of speech was misconceived and misplaced. CC looked at s.34 of act and anti-dilution there to protect.  2 forms, blurring (weakening of distinctive character) and tarnishment of repute (creation of unfavourable associations w/ mark and unauthorized user).  But SAB failed to show material economic impact in this case.  CC overruled SCA’s approach and used a balancing test.
Puma v Global (2010) – compared Puma trademark to Globals on their shoes.  Found that the average consumer would not be confused and appeal was dismissed.
BMW v Verimark (1997) – BMW complained about Verimark using a BMW in an advert for diamond guard polish.  Was in the commercial and used in an advert. Question was whether one would confuse the BMW logo as a source identifier for the product.  Appeal court didn’t think so. Nxt Question – unfair and detrimental to BMW (blurring of BMW)? Ct careful to apply this too broadly.  As used in Stellenbosch – more for origin of product etc. Ct didn’t agree with the blurring or tarnishing of BMW b/c of Verimark’s use.
Long John Int v Stellenbosch Wine Trust (1990) – LJI sued for the misrepresentation of the SWT product Nevis Scotch Whiskey Liqueur.  This was found not be a whiskey or a liqueur in the commonly understood sense.  The description of the product and impression that it was from Scotland etc. was deemed an unfair practice detrimental to whiskey makers in general and diminished the market for whiskey.  They were ordered to stop Trade Practices Act s.9.
