2007 & 2008 – Semester 1 – Assignments 1 & 2

Assignment 1
Mr Say Cheese is the owner of Smile-A-While, a photographic studio. Smile-A-While specializes in taking and development of wedding pictures. One day, while developing a set of pictures, Mr Say Cheese accidentally stumbles on a new combination of chemicals usually used for the development of photographs. This new combination of chemicals makes the picture quality infinitely clearer and brighter. Very excited, Mr Say Cheese tells his assistant, Helpe, about this formula. Helpe is an enthusiastic member of the “Brite Lite” photography club. He sends an email to the club members explaining the wonderful effect of the new chemical combination. 

1. Discuss whether the formula will qualify as an invention for purposes of patent protection. (5)

You had to answer this question by explaining the meaning of “invention”. The act defines the term “invention” as “an invention for which a patent may be granted under section 25” (sect 1(ix)). Section 25(2) then lists all those things which will not qualify as an invention for purposes of the Act. You had to list those categories which will NOT qualify as an invention for purposes of the Act. (See paragraph 2.4.2.1 of the study guide.)

2. Discuss whether the formula will meet the requirement of novelty. (15)

This is a theoretical question. You had to discuss the requirement of novelty. Please note that it is very important to study the requirements for patent protection, especially the requirements of novelty and inventiveness. You may be asked to discuss both these requirements as longer questions in the examination. (See paragraph 2.4.2.2 of the study guide.)
3. Discuss whether the formula will meet the requirement of inventiveness. (20)

This is once again a theoretical question where you had to discuss the requirement of inventiveness. (See paragraph 2.4.2.3 of the study guide.)

4. Mr Cheese has also modified his existing camera enabling it to take digital pictures. Unfortunately the original camera itself still enjoys patent protection. Advise Mr Say Cheese on whether he will be able to obtain a licence from the patent holder of the camera to enable him to patent his modification without infringing the existing patent. (10)
The only way an existing patent can be modified by a person other than the patentee without infringing the original patent is by way of licence. In this case Mr Say Cheese invented a dependent patent. He cannot exploit his modification without infringing the earlier patent on the original camera. If he is unable to obtain a licence from the patentee of the camera, he may apply to the commissioner for a licence under that patent. The commissioner will then grant such a license on conditions he thinks fit. We refer to such a licence as a compulsory license. Section 55 provides that the commissioner can only grant such a licence if three conditions are met. You had to refer to these three conditions. Remember that the commissioner can also grant a compulsory license in the case of abuse of patent rights.

Assignment 2
Mr Say Cheese is the owner of Smile-A-While, a photographic studio. Smile-A-While specializes in taking and development of wedding pictures. One day, while developing a set of pictures, Mr Say Cheese accidentally stumbles on a new combination of chemicals usually used for the development of photographs. This new combination of chemicals makes the picture quality infinitely clearer and brighter. Very excited, Mr Say Cheese tells his assistant, Helpe, about this formula. Helpe is an enthusiastic member of the “Brite Lite” photography club. He sends an email to the club members explaining the wonderful effect of the new chemical combination. 1 In order to download the pictures taken with the modified camera on a computer hard disk, Mr Say Cheese developed a computer program. Mr Say Cheese markets his modified camera as well as the accompanying computer program. After a few months he receives a notice from Mikra Software that his program is very similar to one of Mikra Software’s and that he should stop marketing his computer program. 

1. Discuss whether Mr Say Cheese’s program will still enjoy copyright protection, despite its similarity to the Mikra Software program. Specifically refer to the requirement of originality. (20)

In order to qualify for copyright protection, the object must first of all fall within one of the categories of works listed in the Copyright Act. Mr Say Cheese’s computer program will fall under the category of a computer program. In addition it should meet both the inherent requirements (originality and material embodiment) as well as one of the formal requirements. Students had to discuss these requirements and apply them to the facts to determine whether the software component will indeed qualify for copyright protection.

Students had to refer specifically to the requirement of originality. Students must not confuse the requirement of originality with infringement. Originality is present once the author has expended sufficient skill and labour. Mr Say Cheese did indeed expend sufficient skill and labour (notwithstanding the similarity between his and another’s computer program) therefore his computer program will qualify for copyright protection.

Students often confuse the requirement of originality with infringement. Please study these topics carefully.

2. Mr Say Cheese writes an instruction manual for the modified camera and the accompanying computer program. One night Helpe copies the manual, rewrites sections of it, and sends it in as an article for The Photographer, a magazine for photographers. Discuss whether Mr Say Cheese can institute an action against Helpe for copyright infringement. (20)

Copyright is the exclusive right of a copyright owner to perform any of those acts listed in relation to each category of works. Where a person performs any of these acts without the copyright owner’s authorisation, such a person will infringe the copyright owner’s copyright directly. 

Reproduction and adaptation are two such exclusive rights. Students had to discuss whether Helpe’s reproduction and adaptation infringes copyright in Mr Say Cheese’s software. 

Students also had to discuss the requirements to establish infringement as set out in paragraph 3.11.1 of the study guide.
3. At a national photographic convention Helpe gives a lecture on the modified camera and the accompanying program. He creates the impression that he created the computer program. Discuss whether Mr Say Cheese will have any grounds to institute an action against Helpe for

a. the infringement of moral rights; (5)

Here Helpe infringed Mr Say Cheese’s moral rights. Remember that moral rights belongs to the author (Mr Say Cheese in this set of facts) and not to the copyright owner. Helpe specifically infringed the paternity right of Mr Say Cheese (that is the right to claim authorship of the work). (See paragraph 3.13.3.1 of the study guide.)

b. breach of trust and confidence. (5)

The action for breach of trust or confidence is essentially a remedy of English law and does not form part of South African law. In South Africa, the protection of confidential information can be based on breach of contract, or the breach of a fiduciary duty. Copyright can also play an important role. Confidential information is information that is not known to the general public. Helpe can accordingly not be held liable in terms of the English remedy for breach of trust or confidence. He can, however, be liable in terms of South African remedies.
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Assignment 1
Pete, a 22-year old student has to mow the lawn every Saturday. Since Pete would rather spend this time with his friends, he develops an automatic lawnmower. The lawnmower is equipped with embedded censors that can detect and evade objects such as plants, trees and walls. The lawnmower can therefore cut grass without bumping into any objects on the lawn. 

Pete’s father is so impressed with Pete’s lawnmower that he thinks he should patent it. Advise Pete fully with reference to the relevant South African legislation and case law on the following:

1. Will Pete’s lawnmower be regarded as patentable subject matter? (5)

You had to answer this question by explaining the meaning of “invention”. The Act defines the term “invention” as “an invention for which a patent may be granted under section 25” (sect 1(ix)).  Section 25(2) then lists all those things which will not qualify as an invention for purposes of the Act.

You had to list those categories which do NOT qualify as an invention for purposes of the Act. (See paragraph 2.4.2.1 of the study guide.)
2. Does Pete’s lawnmower meet the requirement of inventiveness for patentability? (25)

This is a theoretical question. You had to discuss the requirement of inventiveness. Please note that it is very important to study the requirements for patent protection, especially the requirements of novelty and inventiveness. You could be asked longer questions on these two requirements in the examination. (See paragraph 2.4.2.3 of the study guide.)

3. Although Pete is interested in patenting his lawnmower, he is not interested in exploiting it commercially because he does not want to spend his free time doing marketing. He only wants to manufacture 30 lawnmowers for his parents and a few of his friends and family. He has, however, heard that he could be forced to grant licences for his patent once it is registered. Explain fully to Pete what a licence is and the circumstances under which he could be forced to grant a licence. (20)

Where a patentee gives others permission to make, use, exercise, or dispose of his invention, he or she does so in terms of a licence. Where the patentee voluntarily gives permission, we speak of a voluntary licence.

In this question students were, however, required to discuss compulsory licences. There are two instances where the commissioner may grant compulsory licences for the exploitation of a patented invention, namely dependent patents and abuse of rights. (See 2.4.7.2 of the study guide.) 

Syntheta (Pty) Ltd (formerly Delta G Scientific (Pty) Ltd) v Janssen Pharmaceutica NV 1999 (1) SA 85 (SCA) is an important decision with regard to compulsory licences. You should have read and appropriately referred to this case in your answer to Question (b) as it is one of your prescribed cases .

Even in the case of more theoretical questions, such as Question (b), you are still expected to apply the relevant legal principles to the factual situation provided – as far as reasonably possible. For instance, in stead of simply repeating the principles as you have found it in the Act, study guide and other sources, imagine that you are really talking to Pete. For example, in stead of saying:

‘Section 56(2) provides that patent rights are deemed to be abused if the demand for the patented article in the Republic is not being met to an adequate extent and on reasonable terms’,
rather say:

‘Section 56(s) provides that your (Pete’s) patent rights will be deemed be abused if the demand for the automatic lawnmower in South Africa is not being met to an adequate extent and on reasonable terms. Therefore, if you manufacture only 30 of the patented lawnmowers, of which you give/sell e.g. 15 to your family and friends, and sell the remaining 15 at an extravagant price, while just about every person with a garden wants to buy one, it is very likely that you will be deemed to have abused your rights’.
Assignment 2
Lizz Tredoux, a South African born actress, became world famous after receiving an Oscar for best leading actress in the movie Hot Lips. Lizz attracted a lot of public interest and wide media coverage. Her celebrity status and the pressure of constant public exposure became too stressful for her to handle and she had a nervous breakdown on the set of a new film she was working on. Her nervous breakdown was covered extensively by the media. While in hospital Lizz kept a diary, writing down all her experiences in hospital as well as all her emotions. One night, while she is fast asleep, a nurse steals Lizz’s diary and sells it to Whisper, a weekly magazine. The editor of Whisper realises that if he publishes extracts of the diary entries, with extracts from the reviews of Lizz’s performance in the film, still photographs of Hot Lips as well as interviews and photographs of Lizz and her co-stars of Hot Lips in the form of a book, it will be a best seller. The reviews of Hot Lips and the interviews and photographs of Lizz and her co-stars  were taken and written by photographers and journalists working for Whisper.

The editor of Whisper approaches you for legal advice.

1. Does copyright subsist in the diary? (10)

In order to qualify for copyright protection, the object must first of all fall within one of the categories of works listed in the Copyright Act. In addition it should meet both the inherent requirements (originality and material embodiment) as well as one of the formal requirements. Students had to discuss these requirements and apply them to the facts to determine whether the diary will indeed qualify for copyright protection.
2. Who will be the author and copyright owner of each of the copyright works concerned? (10)

Here students had to identify the different categories of works, as well as the author and copyright owner of each work. It is very important to give reasons why a specific person would qualify as author and/or copyright owner.

The diary, reviews and book qualify as literary works and the author of each will be the person who created it. The authors of the photographs will be the photographers employed by Whisper because they were responsible for the composition thereof. The copyright owner of the diary will be Lizz because of the general rule that the author is the first owner of the copyright in a work.   The copyright owner of the reviews and photographs will be the proprietor of the newspaper for the purpose of publication of a literary or artistic work in a newspaper, magazine or similar periodical. The copyright owner of the book will be the editor of Whisper because of the general rule that the author is the first owner of the copyright in a work (the editor will be the person who created/compiled the book).

The movie Hot Lips will enjoy protection as cinematographic film and the author will be the person by whom the arrangements for the making of the film were made. The copyright owner will be either the author, or if section 21(1)(c) applies, the person who commissioned and paid for the making of the movie.

3. Will the publication and subsequent sale of the book infringe any copyright or moral rights? (30)
Copyright is the exclusive right of a copyright owner to perform any of those acts listed in relation to each category of works. Where a person performs any of these acts without the copyright owner’s authorisation, such a person will infringe the copyright owner’s copyright directly. 

Reproduction, adaptation and publication are such exclusive rights. Students should discuss whether the reproduction, adaptation and publication infringe copyright in the diary. Students were also required to discuss the requirements for establishing infringement as set out in paragraph 3.11.1 of the study guide.

Moral rights belong to the author (Lizz Tredoux in this set of facts) and not to the copyright owner. There are two types of moral rights (both of which are infringed in this set of facts) namely the paternity right (that is the right to claim authorship of the work) and the integrity right (the right to object to any derogatory treatment of the work). (See paragraph 3.13.3.1 of the Study Guide.)

Indirect copyright infringement takes place when a person does something to further the commission of direct infringement. Sections 23(2) and (3) of the Act deal with indirect infringement. Section 23(2)(b) provides that any person who, without licence of the copyright owner, sells, lets, or by way of trade offers or exposes for sale or hire in the Republic an article, would be liable for indirect copyright infringement if, to his knowledge, the making of that article constituted copyright infringement. Guilty knowledge is a requirement for indirect infringement. The sale of the diary could thus amount to indirect infringement in terms of section 23(2)(b).
4. Will the publication and subsequent sale of the book infringe any copyright or moral rights? (30)

Copyright is the exclusive right of a copyright owner to perform any of those acts listed in relation to each category of works. Where a person performs any of these acts without the copyright owner’s authorisation, such a person will infringe the copyright owner’s copyright directly.

In answering this question you first had to determine which copyright works are at issue here and you also had to establish the identity of the author and copyright owner of each of the copyright works. The diary, reviews and book qualify as literary works and the author of each will be the person who created it. The authors of the photographs will be the photographers employed by Whisper because they were responsible for the composition thereof. The copyright owner of the diary will be Lizz because of the general rule that the author is the first owner of the copyright in a work. The copyright owner of the reviews and photographs will be the proprietor of the newspaper for the purpose of publication of a literary or artistic work in a newspaper, magazine or similar periodical. The copyright owner of the book will be the editor of Whisper because of the general rule that the author is the first owner of the copyright in a work (the editor will be the person who created/ compiled the book).

The movie Hot Lips will enjoy protection as cinematographic film and the author will be the person by whom the arrangements for the making of the film were made. The copyright owner will be either the author, or if section 21(1)(c) applies, the person who commissioned and paid for the making of the movie.

Reproduction, adaptation and publication are such exclusive rights. Students should discuss whether the reproduction, adaptation and publication infringe copyright in the diary. Students were also required to discuss the requirements for establishing infringement as set out in paragraph 3.11.1 of the study guide.

Moral rights belong to the author (Lizz Tredoux in this set of facts) and not to the copyright owner. There are two types of moral rights (both of which are infringed in this set of facts) namely the paternity right (that is the right to claim authorship of the work) and the integrity right (the right to object to any derogatory treatment of the work). (See paragraph 3.13.3.1 of the Study Guide.)

Indirect copyright infringement takes place when a person does something to further the commission of direct infringement. Sections 23(2) and (3) of the Act deal with indirect infringement. Section 23(2)(b) provides that any person who, without licence of the copyright owner, sells, lets, or by way of trade offers or exposes for sale or hire in the Republic an article, would be liable for indirect copyright infringement if, to his knowledge, the making of that article constituted copyright infringement. Guilty knowledge is a requirement for indirect infringement. The sale of the diary could thus amount to indirect infringement in terms of section 23(2)(b).
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Assignment 1

Write a concise note on the importance of the recent Vari-Deals 101 (Pty) Ltd t/a Vari-Deals and Others v Sunsmart Products (Pty) Ltd 2008 (3) SA 447 (SCA) decision with regard to the purposive approach to the interpretation of patent specifications. (50)

In Vari-Deals 101 (Pty) Ltd v Sunsmart Products (Pty) Ltd [2007] SCA 123 (A) the alleged infringement of a patent was at issue. The patent relates to a ‘”type of flag which will remain extended, whatever the weather conditions, and which is of particular use as an advertising medium” (par [14] of the judgment).

Students had to write a concise note on the importance of the Vari-Deals decision with regard to the purposive approach to the interpretation of patent specifications. As the question is essentially about the "purposive approach" doctrine, you had to briefly discuss the principles applicable in the establishment of patent infringement (refer to par 2.4.10.2 Establishing infringement at pp 49-50 of the study guide).

In discussing the purposive approach to the interpretation of patent specifications, the Vari Deals court had regard to two cases appearing on the list of prescribed cases for LML401N, namely Nampak Products Ltd v Man-Dirk (Pty) Ltd 1999 (3) SA 708 (SCA) and Aktiebogalet Hässle and Another v Triomed (Pty) Ltd 2003 (1) SA 155 (SCA). We briefly discuss these two cases, as the Vari-Deals court relied on them with regard to the purposive approach to the interpretation of patent specifications.

In Catnic Components Ltd v Hill & Smith Ltd [1982] RPC 183 (HL) the doctrine of purposive construction was first formulated. Patent infringement will have taken place if the infringer has embodied all of the essential features (essential integers) mentioned in the alleged infringed patent’s claim, in his infringing product or process. To determine whether a feature is essential, the court applies the doctrine of purposive construction, which looks at the purpose and function of each feature or integer. The court explained the doctrine as follows:

“A patent specification should be given a purposive construction rather than a purely literal one derived from applying to it the kind of meticulous verbal analysis in which lawyers are often tempted, by their training, to indulge. The question in each case is: whether persons with practical knowledge and experience of the kind of work in which the invention was intended to be used would understand that strict compliance with a particular descriptive word or phrase appearing in a claim was intended, by the patentee, to be an essential requirement of the invention so that any variant would fall outside the monopoly claimed, even though it could have no material effect upon the way the invention worked.” (Catnic case at 242-243).

The Nampak Products Ltd v Man-Dirk (Pty) Ltd 1999 (3) SA 708 (SCA) case dealt with patent infringement. The alleged infringed patent is registered for bags used in the support systems of underground mines. Appellant’s invention consisted of a “first bag”, an “envelope” and a “second bag”. The question before the court was simply whether the sleeve (or “sheath”) which the Respondent used constitutes a “second bag” (as used in the patent claims). The Court held that there was no room to apply the purposive construction doctrine as the word “bag” is unambiguous, and the patentee’s intention is therefore understood to have been that the use of a “second bag” is an essential integer of the patent. As Respondent’s product does not have a “second bag” (it has a “restraining sleeve” or “sheath”), patent infringement did not occur.
 In Aktiebogalet Hässle and Another v Triomed (Pty) Ltd 2003 (1) SA 155 (SCA) the infringement of a patent for a pharmaceutical preparation for the treatment of gastric and duodenal ulcers was at issue. The orally administered drug is encapsulated in a coating  resistant to dissolution in the stomach to enable it to pass through the stomach without making contact with the acid stomach fluids. The core of the drug is also sub-coated with a substance that forms a barrier between the core and the outer coating. In this regard, Appellant’s patent claim envisages two sub-coating layers. Respondent’s product, Ulzec, was sub-coated with a single compound. The question before the court was whether it is an essential element of the claim that the sub-coating layers should be constituted of more than one excipient or compound. The court held that it was not an essential integer and consequently that patent infringement did occur. The court held as follows with regard to the purposive approach in the interpretation of claims of a patent specification:

“While the claim must be construed to ascertain the intention of the inventor as conveyed by the language he has used… what is sought by a purposive construction is to establish what were the essential elements, or the essence, of the invention, which is not to be found by viewing each word in isolation but rather by viewing them in the context of the invention as a whole. To the extent that it might have been suggested in an obiter dictum in Nampak Products Ltd 

...

that it might be called in aid only to construe an ambiguous claim I do not think this is supported by the decisions of this Court and, in my view, is not correct. It is merely an approach to construction that is aimed at establishing what was meant in a particular context. (par [9])”

As noted above, the Vari Deals case concerned the infringement of a patent registered in respect of a flag. The patentee claims protection for a method (and to its resultant product) of keeping a flag extended in all weather conditions by using a flexible pole to apply tension to the material, the invention being of particular use as an advertising medium. 

Counsel for Appellants used the Nampak case as authority for his argument that courts should revert to a more “literal” approach in interpreting patent claims. The Court rejected this submission and held that the court in Nampak did not disapprove of the doctrine, but merely cautioned that it should be applied with care. The court in the Nampak case stressed that:

“...the advent of ‘purposive construction’ should not be treated as giving litigants carte blanche to tender the evidence of expert witnesses as an aid to the construction of claims”.

The Vari-Deals court noted:

“It is, of course, true that Catnic did not change the law relating to construction, but it certainly restricted the scope for contesting litigants to indulge in ‘meticulous verbal analysis’ of specifications and claims – usually to an extent which would have been inconceivable to the ordinary skilled addressee reading the patent to ascertain the invention and the ambit of protection claimed. It also relieved the courts of the metaphorical ‘straitjacket’ of having to arrive at any interpretation of claims without having free recourse (subject to the well-established limits) to the specification in order to decide what the skilled addressee would understood those claims to mean.”

The interpretation of claim 1 b(ii) and claim 1 b(iii) of claim 1 of the patent was in dispute. Claim 1 reads as follows:

“(a) a flag construction comprising

(b) a pole

(i) which includes at least at the top end thereof a flexible section;

(ii) which is adapted to be bent into a substantially U-shaped section; and

(iii) being adapted to engage at least a portion of the upper periphery of a piece of material”

The Appellants argued that claim 1 has three essential elements. First, the pole must have a “U-shape”, secondly, the pole must be adapted to engage the material and thirdly the claim is for a single unit. They claimed that their product was not infringing on three grounds. Their flag was not infringing as the upper part of their product has a (truncated) “spiral” shape (as opposed to a “U-shape”, and the material of their flag was adapted to engage the pole and lastly their pole comprised of three sections.

The court applied the purposive construction doctrine to the interpretation of the claim. The court noted that claim 1 b(ii) refers to a “substantially U-shaped section”, it is thus not an essential element of the claim. Secondly, the essential requirement of claim 1 b(iii) is that the pole and the material must be attached to each other. The exact manner in which the attachment is achieved is not material. Lastly, the court found that a multi-component pole is included within the scope of claim 1 because a multi-component pole was described in claims 2 and 3. The court concluded that Appellant’s product did infringe Respondent’s patent. That should bring you to a point where you can comment on the importance of the Vari Deals case with regard to the "purposive approach" doctrine. The importance of the Vari Deals case must be discussed against the background of the Nampak and Triomed decisions. The court reaffirmed that the use of the doctrine is not restricted to cases where a claim is ambiguous and re-affirmed the purpose and function of the purposive construction doctrine.

Assignment 2

Ali has developed a new computer program for playing a game named 'Moose Snooze'. The computer game incorporates visual images and sounds. All the elements of the computer game were developed by Ali. The game depicts a character named 'Moose' who tries to escape from a nightmare. The visual images used in the game include a dungeon, a roaring lion, and a maze. The person playing the game may choose whether Moose will speak Zulu or English. Ali would like to register a patent for this computer game, but believes that computer programs are specifically excluded from protection by the Patens Act 57 of 1978. He does not know whether his computer game can be protected against copying. Ali has not yet released his computer game to the public. 

Ali approaches you for legal advice.

1. Advise Ali as to whether his computer game may qualify as a patentable invention. (15)

Par 2.4.2.1 at pp 17-19 of the study guide refers. 

In South Africa, in terms of sec 25(2)(f) of the Patents Act 57 of 1978, anything which consists of a program for a computer shall not be an invention for purposes of the Act. 

It is important to understand that there are arguments for and against a computer program forming the subject of a patent and that our courts have not yet had an opportunity to consider this matter – as explained in the study guide (p18).

In the meantime it may be worth noting that the guidelines of the UK Intellectual Property Office state that “[c]omputer-related inventions may be patentable, but only if they involve something more than just software running on a computer in a technically ordinary way” 

Further, although Art. 52(2) of the European Patent Convention provides that programs for computers shall not be regarded as inventions, the guidelines for examination in the European Patent Office provides that “if the claimed subject matter has a technical character it is not excluded from patentability by the provisions of Art.52(2)” 

The South African patents office is a so-called non-examination office. The registrar merely examines the form of the complete application and not its substance. It is therefore likely that an application for a so-called software patent that complies with the formal requirements of the Act will be accepted. A third party who wishes to attack the validity of the patent will then have to approach the Court. (See study guide par 2.4.3.3 on p38 and par 2.4.4 on p 39.)

2. Advise Ali into which categories of copyrightable works his computer game and its elements may fall and give full reasons for your answer. (15)

The copyrightable categories of works are listed in Section 2(1) of the Copyright Act: Literary works, musical works, artistic works, cinematograph films, sound recordings, broadcasts, programme carrying signals, published editions and computer programs.

All of the above categories are defined in section 1 of the Act. 

It is very important to understand that a single product can embody a number of copyright works. The copyright work under which a certain product (or part thereof) is classified will determine crucial aspects such as authorship and ownership. For example:

· The author of a musical work is the person who first creates the work, while the author of a sound recording is the person by whom the arrangements for the recording were made;

· The section 21(1)(c) exception to the general rule that the author is the first copyright owner (sec 21(1)(a)) only applies to certain works. In terms of sec 21(1)(c) of the Act, a person who commissions the making of a sound recording and pays or agrees to pay for it will be the owner of the copyright in such recording. Sec 21(1)(c) does not, however, apply to musical works. 

The visual images in the work, e.g. that of Moose, the dungeon, the lion and the maze, should qualify as artistic works, in the sense of “drawings” as provided for in the definition of “artistic work” in sec 1.

The audio components of the game, including the music and the sound effects, can qualify as musical works and/or sound recordings. (Nintendo Co Ltd v Golden China TV Game Centre and others 1995 (1) SA 229 at p232 H).

Literary works may include the words of songs included in the game, and possibly dialogue between the characters. In this regard, it should be noted that “[t]he subject matter in question must have sufficient substance to warrant being the subject of protection under the Act” (Dean p1.5).

Subject matter that is too trivial or commonplace will not be protected by copyright law. For example: although diary pages may technically fall into the literary and/or artistic works categories, they are unlikely to be recognised as such, because of their trivial, commonplace nature. (Waylite Diary CC v first National Bank Ltd 1995 (1) SA 645 AD.)

According to the definition of “cinematograph film” in sec 1, “computer programs” are excluded from the definition of “cinematograph film”. This exclusion was brought about by the recognition granted to computer programs as a sui generis category of copyrightable works by the Copyright Amendment Act of 1992 (Dean 1-11). In the case of Golden China TV Game Centre and others v Nintendo Co Ltd 1997 (1) SA 405 the applicant sought to interdict the respondents from dealing in some 40 video games, being copies of games developed and manufactured by the applicant. The court held that a video game falls within the definition of “cinematograph film” [at p415 at G], and that the exclusion of computer programs from the definition of “cinematograph film” did not affect the case. Although computer programs were used during the video games” creation and although the video games may have been fixated by way of computer programs, it was common cause that the video games in the Nintendo case were not computer programs. [See p415 at E-F.] As Dean points out with reference to this case, “[t]he computer program in which the images, or data or signals representing them is stored and which manipulates such images would be a work separate and distinct from the cinematograph film and it would constitute a “computer program” (p1.11 at n39).
3. Ali is already working on an improved version of his 'Moose Snooze' computer game, called 'Moose Snooze II'. Ali wants to know whether such an improved work can be eligible for copyright protection. In the recent case of Haupt t/a Soft Copy v Brewers Marketing Intelligence 2006 (4) SA 458 SCA, the court addressed this question with reference to Biotech Laboratories (Pty) Ltd v Beecham Group plc and Another 2002(4) SA 249. Answer Ali’s question by explaining the relevant principle to him as it was decided by the court in the above two cases. In your answer, you must explain how the principle was applied to the facts of both the Haupt and Biotech Laboratories cases. (20)

As a point of departure, it is important to have studied and understand par 3.7.1.1 Originality at pp 73-77 of the study guide, especially “e Originality of infringing works” that deals with sec 2(3) of the Copyright Act 98 of 1978.

In Haupt t/a Soft Copy v Brewers Marketing Intelligence 2006 (4) SA 458 (SCA) the court, with regard to whether an improvement or refinement of a work can be eligible for copyright, referred to another case appearing on the list of prescribed copyright law cases for LML401N, namely Biotech Laboratories (Pty) Ltd v Beecham Group plc and Another 2002 (4) SA 249 (SCA).

In the Biotech Laboratories case, the patents covering Smith-Kline Beecham’s Augmentin medicine had lapsed and Biotech started marketing the medicine under the name Bio-Amoksoklav. Biotech copied Smith-Kline Beecham’s package insert, probably at the behest of the Medicines Control Council. One of Biotech’s defences was that the Augmentin insert, qualifying as a “literary work” for purposes of the Copyright Act, was not original, as it relied on prior materials (e.g. data sheets and commentaries on draft inserts) and that Smith-Kline failed to identify the parts of the insert for which originality is claimed (par [6] - [7]). The court rejected this argument. It held that the insert was an original compilation (compilations fall within the definition of “literary work” in the Act):

“Under the act the inquiry is whether the ‘work’, in this case the compilation as embodied in the insert, was original. The enquiry is not whether its parts are original. A work may even be original if its making involves the infringement of copyright in some other work (s 2(3)). A second version of any work is entitled to its own copyright provided it differs in substance from the first (i.e. is not a copy).” (Par [8])

In the Haupt case the court set out the principle as follows:

“If a work is eligible for copyright, an improvement or refinement of that work would similarly be eligible for copyright, even if the improved work involved an infringement of copyright in the original work, if it satisfies the requirements of originality. This will be the case only if the improvement or refinement is not superficial. The alteration to the original work must be substantial.”(Par [24])

Whether an alteration is substantial “is a question of degree having regard to the quality rather than the quantity of the addition”. Copying per se, no matter how much skill and labour is devoted to the process, cannot render a work original. (Par [24], as quoted from the Privy Council’s finding in the Interlego case.)

On the facts of the Haupt case the court found that the High Court erred in its apparent “view that Haupt could not acquire copyright the Data Explorer Program, inasmuch as the program was an improvement and refinement of the Project AMPS program”. (Par [24])
2009 – Semester 2 – Assignments 1 & 2

Assignment 1

Write a concise note on the importance of the recent decision in Haupt t/a Soft Copy v Brewers Marketing Intelligence 2006 (4) SA 458 SCA with regard to the originality requirement for copyright protection. (50)
Firstly we would like to refer you to the assignment criteria at 6.4 Assessment of assignments in your tutorial letter 101/3/2009 for LML401N:

When asked to discuss a certain case (e.g. Assignment 01 for both semesters), you should:

· briefly state the relevant facts, in no more than one paragraph,

· set out the legal principles that are relevant to your discussion,

· summarise how the court applies those principles to the circumstances of the case,

· state the decision of the court and

· state the significance of the court’s judgment for the development of the relevant area of South African patent/copyright Law.

Secondly, we would like to refer you to par 3.7.1.1 of your study guide, where the originality requirement is discussed. Originality is an extremely important aspect of copyright law and you definitely need to study this part of the work very well.

Assignment 01 was specifically about originality. You were further limited with regard to the length of your answers. Under such circumstances, in light of the assessment criteria above and the fact that the Haupt case has so much to say about originality, one couldn’t really afford to discuss relatively unrelated aspects, such as what constitutes a computer program (“work”), authorship, copyright ownership and infringement.

Many students further became confused between the test for originality and the test for infringement. Infringement is another very important aspect of copyright law and in this regard par 3.11 INFRINGEMENT OF COPYRIGHT of your study guide must also be studied very well indeed. For purposes of squeezing the differences between these two concepts into the smallest nutshell possible, it may be said that, while the test for originality generally has to do with “skill and labour”, the test for infringement generally has two parts, namely (1) whether a substantial part of the “first” work has been taken and (2) whether there is a causal connection between the two works.

The Haupt court confirmed that there is no definition of originality in the Copyright Act. The court held that the High Court erred in holding that creativity is required for originality. The court held that a work is considered to be original if it has not been copied from an existing source and if its production required a substantial (or not trivial) degree of skill, judgment or labour. The court also reversed the high court's ruling that an improvement or refinement of a program cannot also be eligible for copyright protection. The court held that such a refined work will be eligible for copyright protection, provided it is original (and complies with the other requirements). 

To summarise, Haupt case may be said to be important as far as originality is concerned for the following three reasons:

· It confirmed the test for originality

· It clarified (with reference to the position in other jurisdictions) that, in SA copyright law, creativity is not a requirement for originality

· It clarified, as well as provided a good example, that a work can be simultaneously infringing and original (sec 2(3) of the Copyright Act).

Assignment 2

Ali has developed a new computer program for playing a game named 'Moose Snooze'. The computer game incorporates visual images and sounds. All the elements of the computer game were developed by Ali. The game depicts a character named 'Moose' who tries to escape from a nightmare. The visual images used in the game include a dungeon, a roaring lion, and a maze. The person playing the game may choose whether Moose will speak Zulu or English. Ali would like to register a patent for this computer program, but believes that computer programs are specifically excluded from protection by the Patens Act 57 of 1978. He does not know whether his computer game can be protected against copying. Ali has not yet released his computer game to the public.

Ali approaches you for legal advice.

1. Ali wants to know whether copyright or patent protection is the best form of protection for his computer program. (Assume that the computer game meets the requirements for patent protection and for copyright protection.) Advise Ali on the following issues:
a. Briefly compare the elements which must be proved to establish patent infringement with what must be proved to establish direct copyright infringement. (20)
b. Briefly compare the duration of the term of protection Ali's computer game would enjoy under both patent and copyright protection. (10)

2. Ali intends distributing his computer program in the United Kingdom. He wants to know whether his program will also enjoy patent and copyright protection in the United Kingdom. (20)

2010– Semester 1 – Assignments 1 & 2

Assignment 1

Write a concise note on the importance of the recent Murray v Vodacom (Pty) Ltd and another [2009] 1 All SA 381 (T) decision with regard to the purposive approach to the interpretation of patent specifications (at pp403-409).

Assignment 01 was aimed at integrating par 2.4.10.2 Establishing infringement at pp 49-50 of the study guide – which is a very important part of this module -- with the prescribed case law on patents.

Students had to write a concise note on the importance of Murray v Vodacom (Pty) Ltd and another [2009] 1 All SA 381 (T) with regard to the purposive approach to the interpretation of patent specifications. As the question is essentially about the "purposive approach" doctrine, you had to start by acquainting yourself with the principles applicable in the establishment of patent infringement (refer to par 2.4.10.2 of the study guide).

In discussing the purposive approach to the interpretation of patent specifications, the Murray court (at p 405) had regard to two cases appearing on the list of prescribed cases for LML401N, namely Aktiebogalet Hässle and Another v Triomed (Pty) Ltd 2003 (1) SA 155 (SCA) (hereinafter referred to as the Triomed case) and Vari-Deals 101 (Pty) Ltd v Sunsmart Products (Pty) Ltd [2007] SCA 123 (A). Both Triomed and Vari-Deals referred to Nampak Products Ltd v Man-Dirk (Pty) Ltd 1999 (3) SA 708 (SCA).
Catnic 1982

In Catnic Components Ltd v Hill & Smith Ltd [1982] RPC 183 (HL) the doctrine of purposive construction was first formulated. 
Patent infringement will have taken place if the infringer has embodied all of the essential features (essential integers)  mentioned in the alleged infringed patent’s claim, in his infringing product or process. To determine whether a feature is essential, the court applies the doctrine of purposive construction, which looks at the purpose and function of each feature or integer. The court explained the doctrine as follows: 

“A patent specification should be given a purposive construction rather than a purely literal one derived from applying to it the kind of meticulous verbal analysis in which lawyers are often tempted, by their training, to indulge. The question in each case is: whether persons with practical knowledge and experience of the kind of work in which the invention was intended to be used would understand that strict compliance with a particular descriptive word or phrase appearing in a claim was intended, by the patentee, to be an essential requirement of the invention so that any variant would fall outside the monopoly claimed, even though it could have no material effect upon the way the invention worked.” (Catnic case at 242-243).

Nampak 1999

In the Nampak case the alleged infringed patent was registered for bags used in the support systems of underground mines. Appellant’s invention consisted of a “first bag”, an “envelope” and a “second bag”. The question before the court was simply whether the sleeve (or “sheath”) which the Respondent used constitutes a “second bag” (as used in the patent claims). The Court held that there was no room to apply the purposive construction doctrine as the word “bag” is unambiguous, and the patentee’s intention is therefore understood to have been that the use of a “second bag” is an essential integer of the patent. As Respondent’s product does not have a “second bag” (it has a “restraining sleeve” or “sheath”), patent infringement did not occur.

Triomed 2003

In Triomed the infringement of a patent for a pharmaceutical preparation for the treatment of gastric and duodenal ulcers was at issue. The orally administered drug is encapsulated in a coating resistant to dissolution in the stomach to enable it to pass through the stomach without making contact with the acid stomach fluids. The core of the drug is also sub-coated with a substance that forms a barrier between the core and the outer coating. In this regard, Appellant’s patent claim envisages two sub-coating layers. Respondent’s product, Ulzec, was sub-coated with a single compound. The question before the court was whether it is an essential element of the claim that the sub-coating layers should be constituted of more than one excipient or compound. The court held that it was not an essential integer and consequently that patent infringement did occur. The court held as follows with regard to the purposive approach in the interpretation of claims of a patent specification:

“While the claim must be construed to ascertain the intention of the inventor as conveyed by the language he has used… what is sought by a purposive construction is to establish what were the essential elements, or the essence, of the invention, which is not to be found by viewing each word in isolation but rather by viewing them in the context of the invention as a whole. To the extent that it might have been suggested in an obiter dictum in Nampak Products Ltd 

…

that it might be called in aid only to construe an ambiguous claim I do not think this is supported by the decisions of this Court and, in my view, is not correct. It is merely an approach to construction that is aimed at establishing what was meant in a particular context. (par [9])”

Vari-Deals 2007

The Vari Deals case concerned the infringement of a patent registered in respect of a flag. The patentee claims protection for a method (and to its resultant product) of keeping a flag extended in all weather conditions by using a flexible pole to apply tension to the material, the invention being of particular use as an advertising medium.

Counsel for Appellants used the Nampak case as authority for his argument that courts should revert to a more “literal” approach in interpreting patent claims. The Vari-Deals court rejected this submission and held that the court in Nampak did not disapprove of the doctrine, but merely cautioned that it should be applied with care. The court in the Nampak case stressed that:

“...the advent of ‘purposive construction’ should not be treated as giving litigants carte blanche to tender the evidence of expert witnesses as an aid to the construction of claims”.

The Vari-Deals court noted:

“It is, of course, true that Catnic did not change the law relating to construction, but it certainly restricted the scope for contesting litigants to indulge in ‘meticulous verbal analysis’ of specifications and claims – usually to an extent which would have been inconceivable to the ordinary skilled addressee reading the patent to ascertain the invention and the ambit of protection claimed. It also relieved the courts of the metaphorical ‘straitjacket’ of having to arrive at any interpretation of claims without having free recourse (subject to the well-established limits) to the specification in order to decide what the skilled addressee would understood those claims to mean.” (par [11])

The interpretation of claim 1 b(ii) and claim 1 b(iii) of claim 1 of the patent was in dispute. Claim 1 reads as follows:

1. a flag construction comprising

2. a pole

a. which includes at least at the top end thereof a flexible section;

b. which is adapted to be bent into a substantially U-shaped section; and

c. being adapted to engage at least a portion of the upper periphery of a piece of material”

The Appellants argued that claim 1 has three essential elements. First, the pole must have a “U-shape”, secondly, the pole must be adapted to engage the material and thirdly the claim is for a single unit. They claimed that their product was not infringing on three grounds.

Their flag was not infringing as the upper part of their product has a (truncated) “spiral” shape (as opposed to a “U-shape”, and the material of their flag was adapted to engage the pole and lastly their pole comprised of three sections.

The court applied the purposive construction doctrine to the interpretation of the claim. The court noted that claim 1 b(ii) refers to a “substantially U-shaped section”, it is thus not an essential element of the claim. Secondly, the essential requirement of claim 1 b(iii) is that the pole and the material must be attached to each other. The exact manner in which the attachment is achieved is not material. Lastly, the court found that a multi-component pole is included within the scope of claim 1 because a multi-component pole was described in claims 2 and 3. The court concluded that Appellant’s product did infringe Respondent’s patent.

Murray 2008

The court had to decide what the term “enabling code” (PIN code), as it is used in the claims of the specification, means.

The Plaintiff relied on the dictionary definitions of “enable” and “code” to support his submission that “enabling code” can refer to a “linear code system”. “Linear code system” means that the enabling code is sent directly to the subscriber’s account, without the subscriber having to feed the enabling code into the network.

The court rejected this approach and followed a purposive approach, which led to a finding in favour of the defendants’ submission that “enabling code” refers to a “triangular code system”. “Triangular code system” means that the code is sent to the subscriber, who then has to feed it into the network. It was held that “the immediate textual context of the concept of an enabling code” is found in claims 10-12 and the specification as a whole. In this context the skilled addressee (the reasonable person familiar with the state of the art) would have understood an “enabling code” to be data of the kind usually provided on a “pay as you go” prepaid voucher, which has to be fed into the system by the subscriber (not by a computer).
The court reaffirmed the purpose and function of the purposive construction doctrine (par 77-78 on pp404-5), including that the use of the doctrine is not restricted to cases where a claim is ambiguous (par 78). The court also stressed (with reference to the Kirin-Amgen case) that purposive construction does not seek to find out what the author had in mind – it does not open a “window” into the mind of the patentee. The interpreter remains bound by the text (the specification) in that he has to determine what the patentee meant by using those words. 

Summary: from Catnic (1982) to Murray (2008)

In Catnic the doctrine of purposive construction was formulated. In Nampak the Court held that the doctrine may only be used to construe an ambiguous claim. The Triomed court disagreed and described the doctrine as “merely an approach to construction that is aimed at establishing what was meant in a particular context”. In Vari-Deals is was further held that the Nampak case did not choose the literal approach over the purposive approach, but only cautioned that the purposive approach should be applied with care. The court in Murray reaffirmed the purpose and function of the purposive construction doctrine, including that the use of the doctrine is not restricted to cases where a claim is ambiguous, and the role words have to play in the purposive approach.
Assignment 2

Mr X is a second year student at the Golden Paint Brush Art Academy. As an exercise to develop certain artistic skills, his lecturer instructs him to attempt to create a replica of any painting by a recognised South African artist. Mr X chooses a 1965 painting entitled ‘Children in Corn Field’ by Ms Y, a well-known South African artist who passed away in 2006. At the time of the said task the original ‘Children in Corn Field’ is exhibited at a large gallery in the city centre. Mr X travels to the gallery every evening. He has special permission to set up his equipment right in front of the original ‘Children in Corn Field’ and he works there until late at night. 

Although Mr X spends a tremendous amount of time, skill and labour on the task, the project turns out to be much more difficult than he anticipated. Even though Mr X’s end result is extremely beautiful and resembles Ms Y’s painting in many respects, it also differs a great deal from the painting that he tried to copy. Mr X names his painting ‘Exploitation of Child Labour, 1965’.

Write concise notes in answer to the following questions:

1. Attorney C claims that he commissioned Ms Y to create ‘Children in Corn Field’ in 1965 for the reception area of his law firm situated in a small town in a farming community. Who is the owner of the copyright in Ms Y’s painting? What is the duration of copyright protection of the painting? (7)

Attorney C claims that he commissioned Ms. Y to create ‘Children in Corn Field’ in 1965 for the reception area of his law firm situated in a small town in a farming community. Who is the owner of the copyright in Ms Y’s painting? What is the duration of copyright protection of the painting? In answering a question related to copyright ownership and duration it is important to first identify the type of work concerned. A painting is an artistic work. The author of an artistic work is the maker or the creator of the work, Ms Y. The author is normally the owner of a work except where one of the exceptions provided for in section 21(1)(b)-(d) applies. Section 21(1)(c) relates to commissioned works, namely photographs and the painting of a portrait. As the painting is a landscape the exception is not applicable. Ms Y will be the copyright owner of the work. 

Copyright in an artistic work endures for the lifetime of the author and a further period of fifty years commencing from the end of the year in which the author died (sect 3(2)(a)). The duration of copyright protection for the painting will thus be fifty years from 2006, i.e. 2057.
2. What should the owner of the copyright in Ms Y’s work prove in order to succeed with an action based on copyright infringement? In your answer, you should illustrate the application of these principles to the alleged infringement of copyright in ‘Children in Corn Field’. (20)

What should the owner of the copyright in Ms. Y’s work prove in order to succeed with an action based on copyright infringement? In your answer, you should illustrate the application of these principles to the alleged infringement of copyright in ‘Children in Corn Field’.

In answering this question you had to briefly refer to the nature of copyright in artistic works. You had to explain what the terms “reproduction” and “adaptation” means in relation to an artistic work. Reproduction implies the making of a copy, also by converting a two-dimensional work into a three-dimensional work. An adaptation entails the transformation of a work in such a manner that the original or substantial features thereof remain recognizable (see par 3.9.2). In applying the facts of the case study you will note that Mr. X’s lecturer instructed him to attempt to create a replica of the painting of the “Children in Corn Field”. Mr. X’s painting resembles Ms Y’s painting in many respects; it also differs a great deal from the painting that he tried to copy. You had to decide whether the infringing act concerned is an adaptation of the painting or a

reproduction thereof.

In order to establish the infringement of the work through the reproduction or adaptation of a work it must be proved that Ms. Y’s work was indeed copied. You then had to discuss the objective and subjective test for copyright infringement (see par. 3.11.1). The objective test will be used to determine if there is an objective similarity between the original work and the alleged infringing work. It is important to note that the question of "objective similarity" between the original work and the alleged infringing work may be judged in view of the state of the art --- this may entail a close resemblance being attributed to the fact that both articles incorporate common prior art. The objective similarity may also arise because both paintings depict a landscape incorporating children and a corn field. You should have referred to and applied the principles of cases such as Galago Publishers (Pty) Ltd v Erasmus and Jacanda Education v Fransden Publishers. Ms. Y’s painting and the alleged infringing work by Mr. X. It is important that a substantial part of the work must have been adapted. Mr. X’s painting resembles Ms Y’s painting in many respects so a substantial part will have been copied.

The subjective test establishes a causal connection between the original work and the alleged infringing work. The causal connection may be established by evidence or it may be evident from the works (Once again the Galago Publishers (Pty) Ltd v Erasmus case is applicable. See also Fax Directories (Pty) Ltd v SA Fax Listing CC).

The causal connection is direct where the infringer consciously copied the original work. There is a direct causal connection which is supported by the evidence. Mr. X’s lecturer instructed him to attempt to create a replica of any painting by a recognised South African artist. Mr X set up his equipment right in front of the original ‘Children in Corn Field’ and he works there until late at night. The causal connection is also evident from the works - Mr. X’s painting resembles Ms Y’s painting in many respects.

3. Are there any valid defenses which Mr X may raise? (5)

In answering this question you had to refer to fair dealing for purposes of research or private study (see s 15(4)). You had to note that it is also applicable to making or using an adaptation of an artistic work. The meaning of “private study” and which use will be deemed to be “fair” had to be analysed. Dean (South African Copyright Law 1-52) notes that the making of a copy of a whole work will not be deemed to be fair if the economic interests of the copyright owner are adversely affected. You could have noted that Mr. X reproduced the work for himself without the intention of circulating the copy (see Hawkes & Son (London) Ltd v Paramount Film Service Ltd [1934] 1 Ch 593).

4. Mr X claims that his version of Ms Y’s work is itself the object of copyright protection. Discuss the validity of this claim and advise Mr X on the nature and extent of such copyright protection. (8)

Mr. X is claiming that his work is an original work. Mr. X know a lot about copyright law, because section 2(3) provides that a work "shall not be ineligible for copyright by reason only that the making of the work, or the doing of any act in relation to the work, involved an infringement of copyright in some other work".

You had to briefly explain the requirements of originality and then applied it to the facts of the case study. The study guide (par. 3.7.1.1 d and e) provides a good answer to this question:

Artistic works are not denied protection simply because they happen to be partly taken from or partly based upon earlier works. Indeed, so great is the skill and labour required for the reduction of an artistic work to an outwardly perceptible form, that it is perfectly possible for even a copy of such a work to rate as an original copyright work. This is particularly so where the work is copied in a medium different from that of the original. For example, if a painter copies a photographic portrait, his painting, though perhaps a copy, is still deserving of protection as an original work. This is so because of the high degree of labour and skill which the painter employs in mixing his paints, applying those paints to the canvass, and, in general, obtaining a likeness of his subject (see Bauman v Fussell & others [1978] RPC 485 (CA); Newton v Cowie & another (1827) 4 Bing 234). But where an artistic work is copied in the same medium as that of the original, a material alteration in form is necessary if the copy is to enjoy protection. In effect, the copy must be more than merely a slavish imitation of the original work.

Mr. X is correct in claiming that his version of Ms Y’s work is itself the object of copyright protection as he expanded a great deal of skill and labour in creating his replica. The nature of copyright in an artistic work includes the right to exploit the work in material form through for example the reproduction of his painting.

However, a reproduction of his work will be a reproduction of a reproduction and thus an infringing copy of Ms. Y’s work. The scope of his copyright is thus extremely narrow.
5. Ms Y’s children are upset that their mother’s most prestigious work has been copied. They also feel that her status as artist has been tainted by the title of Mr X’s painting. Ms Y’s copyright rights were bequeathed to the National Art Gallery. Advise Ms Y’s children on the nature and extent of an author’s moral rights. Also advise them whether they will be able to institute an action against Mr X for the infringement of their late mother’s moral rights. (10)

In answering this question you had to discuss the nature and extent of moral rights, namely the paternity rights and the integrity rights (see par. 3.13.3.1). Moral rights endure for the full term of copyright and devolve upon the author’s death on her heirs. An infringement of moral rights is an infringement of copyright.

In applying the law to the case study you had to determine whether Ms. Y’s moral right had been infringed by Mr. X’s painting. Does his painting’s title taint the reputation of the artist? The title ‘Exploitation of Child Labour, 1965’ will probably not be seen to be prejudicial to the artist’s honour or reputation, it will be protected by freedom of expression. Secondly, the copying of the work does not amount to a distortion or mutilation of the work. Mr X’s end result is extremely beautiful and even though it resembles Ms Y’s painting in many respects, it also differs a great deal from the painting that he tried to copy. This would not taint the reputation of the late Ms. Y.

Even if his painting was amount to a distortion or mutilation of the work Ms. Y’s children will not be able to institute an action against Mr. X for the infringement of their late mother’s moral rights as she had bequeathed her moral rights to the National Art Gallery. Procedurally her moral rights can only be enforced by the National Art Gallery.

2010– Semester 2 – Assignments 1 & 2

Assignment 1
Write a concise note on the importance of the recent decision in King v South African Weather Service 2009 (3) SA 13 (SCA) with regard to the phrase ‘made in the course of the author’s employment’ for purposes of sec 21(1)(d) of the Copyright Act 98 of 1978.
Students had to write a concise note about the importance of King v South African Weather Service 2009 (3) SA 13 (SCA) regarding the phrase “made in the course of the author’s employment” for purposes of s 21(1)(d) of the Copyright Act 98 of 1978.

Students generally answered this question satisfactorily. A common failing was to waste too much space on the facts of the case, and then to have too little space left to answer the question. Also, many students wasted space considering authorship, which was not in issue before the court: the judge assumed that King was the author.

The relevant statutory provision is s 21(1)(d): where a work is “made in the course of the author’s employment by another person under a contract of service”, the employer is the owner of any copyright subsisting in the work. A similar rule applies to works created “by or under the direction or control of the state” (s 5(2)).

A good answer would have considered two aspects: (a) the appropriate approach to determine whether King had created the works in the course of this employment; and (b) the facts or circumstances on which the court based its finding that he had.

As to (a): The court stated that the phrase “in the course of employment” was unambiguous and did not require extensive or restrictive interpretation. Rather, a practical and common-sense approach directed at the facts would usually produce the correct result. It follows that the court was reluctant to formulate “generally applicable rules” to determine whether or not a work was authored in the course of the employee’s employment.

As to (b): In the first instance, the court noted that a weather bureau, by its nature, collected, processed, analysed, and stored weather-related data. To do this, the Bureau had developed an automated weather system. King’s programs were written to conform with this system, and were incorporated into it. So his programs directly related to the business of the Bureau, and were to its advantage.

Secondly, the court considered King’s duties in terms of his employment contract. He noted that they had to be considered broadly and not by dissecting King’s task into its component activities. Although computer programming would not usually be expected of a meteorologist, King had to collect and collate meteorological data and transmit it to head office for analysis and storing. He developed his programs to do this. There was accordingly a close causal connection between his employment and the creation of the programs. Although he may have done it to make his own job easier, he did it because of his employment with the Bureau.

Thirdly, some of the programs were specifically written for other weather stations of the Bureau, at their request and for their use. The programs were not created for external use by others but were purely work related. The Bureau prescribed their format and had to approve of them before they could be implemented and used in the system.

Fourthly, the fact that an employee created a work at home (or during office hours at the premises of the employer) was merely one factor to be considered when one had to determine whether such work had been created in the course of the employee’s employment. So it did not matter whether King created the programs after hours or during his office hours.

The significance of the decision lies in the fact that although the court was reluctant to hand down a bright-line judgment, some important principles did emerge from King to guide one when one has to determine from the facts of each case whether a work has been created in the course of an employee’s employment.

Assignment 2

Dr Seeger is an eye specialist with a special interest in Stargardt’s dystrophy. This incurable genetic eye condition effects about 1 out of 10 000 children. Sufferers start losing their central vision due to the deterioration of light-sensitive cells in the cornea of the eye and the condition generally leads to permanent blindness. Roughly 3000 South Africans suffer from the disease.

Dr Seeger has developed a treatment for this condition in the form of an ointment that is to be applied to the eyes three times daily. Extended clinical trials have shown that the use of the ointment represses the rate of deterioration of the light-sensitive cells of the cornea. However, if the treatment is interrupted or stopped, the cells start weakening again and at an increased pace.

Advise Dr Seeger as to his legal position with specific reference to case law on the following aspects:

1. Dr Seeger has browsed through the website of ABC attorneys. His eye caught a phrase stating that a method of treatment of the human body is not patentable. Can Dr Seeger’s new ointment be patented? He is also worried that the clinical trials may have affected the patentability of his ointment. (15)

Method of treatment of the human body – “invention”:

The area of the work which contains the answer is s 25(11) of the Act, as discussed on p 19 of the study guide – including Feedback (1) on Activity 2.1 on pp19-20.

The relevant legal principles are as follows. S 25 lists three instances where, although the mental product qualifies as an invention, a patent will not be granted on other grounds. One of these grounds is where the invention is “a method of treatment of the human or animal body by surgery or therapy, or of diagnosis practiced on a human or animal body” (s 25(11)).

The reasons for this exclusion are that (1) such method would not meet the utility requirement and (2) that a patent monopoly in respect of such method would be contra bonos mores. However, a pharmaceutical product used to treat humans is patentable.

Applied to the facts of the scenario, this means that Dr Seeger’s ointment is not a “method of treatment”, but a pharmaceutical product used to treat human beings. It can therefore be concluded that s 25(11) does not exclude his ointment from being patented. 

PS: Although s 25(9) does not play a role in Dr Seeger’s scenario, it is advisable to cross reference Feedback (1) on Activity 2.1 on pp19-20 with s 25(9). S 25(9) is discussed on p 21-22 of the study guide.

Further: The term invention (par 2.4.2.1 of the study guide) is often confused with the inventiveness requirement (par 2.4.2.3 of the study guide). Please make sure that you understand the difference!

Clinical trials – novelty requirement:

The area of the work which contains the answer is s 26(b) of the Act, as discussed on pp 25-26 of the study guide – including the Feedback on Activity 2.4 on pp27-28. S 25(8), as discussed on pp 21-22 of the study guide, may also be relevant. 

The pertinent legal principle is that reasonable technical trials and experimentation will not destroy the novelty of an invention. However, secret use, on a commercial scale in the Republic, will destroy the novelty of an invention.

Application of this principle to the facts of the scenario leads us to the conclusion that the clinical trials do not exclude Dr Seeger’s ointment from being patented. However, if the clinical trials have been so “extended” that it amounted to “secret use on a commercial scale”, the novelty of his ointment would be destroyed and it would therefore have become unpatentable.

2. Dr Seeger further wrote a computer program that computerises and controls the manufacturing process of the ointment. Can Dr Seeger patent his computer program? (10) 

The relevant legal principles are to be found in ss 25(2)(f) and 25(3) of the Act, as discussed on pp 18-19 of the study guide.

The Act defines the term 'invention' as 'an invention for which a patent may be granted under s 25' (s 1(ix)). Section 25(2) lists all those things which will not qualify as an invention for purposes of the Act, and ‘a program for a computer’ is one of the things on that list.

However, s 25(3) is used to support an argument that, in certain circumstances, a computer program can be patented. In this regard it is important to understand that there are arguments for and against a computer program forming the subject of a patent and that our courts have not yet had an opportunity to consider this matter.

Cross reference: Study guide par 2.4.3.3 Examination of the application on p38.

3. Dr Seeger has done some market research and has discovered that not many sufferers of Stargardt’s disease (or their parents) are interested to buy his ointment. The ointment is very expensive and even those who can afford it at present is concerned that they will not always be in a position to do so in future and this may have serious consequences as an interruption of therapy may lead to an acceleration of the disease. Advise Dr Seeger fully on the utility of his invention. (15)
The relevant legal principles are discussed on pp 30-32 of the study guide. The basic principle is that, to be useful, it is not necessary for the invention to be a commercial success. Utility means that the invention must be useful for the purpose

indicated in the specification.

Applied to the scenario this means that what is required is that the ointment, when used according to Dr Seeger’s instructions – as set out in the specification – must lead to the results indicated by Dr Seeger in the specification.

The high cost of the ointment, which may result in the interruption of therapy and the serious consequences thereof, should therefore not affect the utility of the ointment.
4. Assume that the ointment was successfully patented. XYZ (Pty) Ltd has approached Dr Seeger to obtain his permission to manufacture the ointment. Dr Seeger is very eager to license XYZ (Pty) Ltd to manufacture the ointment and he has drafted the terms and conditions for a draft license agreement. The agreement grants XYZ (Pty) Ltd the right to manufacture the ointment in Namibia. It also provides that XYZ (Pty) Ltd must buy the packaging and tubes for the ointment from Sandy, his niece, rather than directly obtaining it from the Chinese manufacturer. XYZ (Pty) Ltd has signed the draft license agreement. Although the principle of freedom of contract is recognised in most legal systems, patent licenses may lead to anti-competitive behavior. Write concise notes on any restrictions provided for in section 90 of the Patents Act 57 of 1978 and advise Dr Seeger on the validity of his draft license agreement. (8)
Certain conditions excluded from contract

Please refer to the discussion of s 90 on p44 of the study guide. S 90(1)(c) renders Dr Seeger’s demand that XYZ buy the packaging and tubes from Sandy (Dr Seeger’s nominee), null and void. The clause that grants XYZ the right to manufacture the ointment in Namibia may also be null and void (s 90(1)(e)), depending on whether Dr Seeger’s ointment is patented in Namibia or not.
5. What is the duration of Dr Seeger’s patent if he applied for the patent on the 2nd of January 2005 and the patent was sealed on the 20th of May 2008? (2)
The duration of a patent is 20 years, calculated from the date of application: that is, 2 Jan 2005. (Section 46(1)).
